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DETAILED ACTION 

Claim Rejections - 35 USC §102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C, 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use 
or on sale in this country, more than one year prior to the date of application for patent in the United States, 

2. Claims 1, 9 and 13 are rejected under 35 U.S.C. 102(b) as anticipated by Diaz (US. Pat. 
No, 3,112,754). 

Diaz discloses a method of making a tobacco substitute that may be deposited on a 
fibrous medium, such as tobacco leaf, and subsequently shredded for further use in a smoking 
article. The method includes applying caramelized sucrose (corresponding to the claimed 
"reducing sugar"), in the amount of 8.2 - 40.3 parts by weight (corresponding to the claimed 
"about 5% to about 8% by weight"), to the tobacco substitute (see col. 1, lines 33-36, col. 2, 
lines 57-70). 

Claim Rejections - 35 USC §103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
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such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 2-3, 10, 12, and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Diaz (US. Pat. No. 3,1 12,754) in view of Anwar et al (US. Pat. No. 3,622,343). 

While Diaz may be silent as to whether the caramelized sucrose added to its tobacco 
mixture consists essentially of sucrose and a hydroxide of an alkali metal. Anwar et al discloses 
the fact that caramel, which results from the heating of materials such as sucrose, can also 
include an alkali, such as sodium hydroxide - which is added during the heat treatment ( col. 2, • 
lines 1-11). Therefore, it would have been obvious to one having ordinary skill in the art at the 
time of the invention to modify the caramelization process of Diaz to include the addition of 
sodium hydroxide with the sucrose, already disclosed, in order that the caramelization process 
may be further assisted by this material as taught in Anwar et al. 

5. Claims 4-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Diaz (US. Pat. 
No. 3,1 12,754) in view of the Encyclopedia of Food Science, Food Technology and Nutrition 
(EFSFTN). 

Regarding claim 4, while Diaz may not disclose that the agent which is caramelized, in its 
invention, is fructose, the EFSFTN discloses that fructose, in addition to sucrose, are prime 
sources for the manufacture of caramel (see page 662). Therefore, it would have been obvious to 
one having ordinary skill in the art at the time of the invention to modify the invention of Diaz by 
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substituting sucrose, with fructose, as the caramelized agent to be added to the tobacco leaf 
because fructose is a conventional sugar used in the caramelizing process. 

Regarding claims 5-6, the EFSFTN discloses that the temperature range of the heat 
treatment of caramelization process is between 180 - 250 degrees C (corresponding to the 
claimed "heat treatment is conducted at a temperature of at least about 150 degrees C /175 
degrees C") (page 663) . Therefore, it would have been obvious to one having ordinary skill in 
the art at the time of the invention to incorporate this temperature range into the caramelization 
process of Diaz since this is the conventional temperature to effectuate such a caramelization. 

Regarding claim 7, the EFSFTN discloses that the caramelization process can be carried 
out under normal, reduced or enhanced pressure (page 663). Therefore, it would have been 
obvious to one having ordinary skill in the art at the time of the invention to arrive at the 
claimed 20 psig - 500 psig range under which to carry out the process, after minimal 
experimentation, to achieve the optimal pressure parameter for the caramelization process. 

Lastly, regarding claim 8, the EFSFTN discloses that the increase in the color of the 
caramelized product is proportional to the time of the process (page 663). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of the invention to arrive at 
the claimed 10 minutes time period for the heat treatment of caramel based on the amount of 
color desired for the final caramel product. 
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6. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Diaz (US. Pat. 
No. 3,1 12,754) in view of Anwar et al (US. Pat. No. 3,622,343), further in view of the 
Encyclopedia of Food Science, Food Technology and Nutrition (EFSFTN). 

The EFSFTN discloses that the temperature range of the heat treatment of caramelization 
process is between 180 - 250 degrees C (corresponding to the claimed "heat treatment is 
conducted at a temperature of at least about 175 degrees C") (page 663) . Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
incorporate this temperature range into the caramelization process of Diaz modified by Anwar et 
al since this is the conventional temperature to effectuate such a caramelization. 



7. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Examiner Dionne A. Walls whose telephone number is (703) 305 - 0933. 
The examiner can normally be reached Monday-Thursday from 6:30AM - 4:00PM (EST). The 
examiner can also be reached on alternate Fridays. 

If attempts to contact the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman, can be reached at (703) 308-3837. Additionally, the fax number 
for this Group is (703) 305-7718. /7 
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